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Reply to Office Action of September 3, 2009 

REMARKS/ARGUMENTS 

Favorable reconsideration of this application, as presently amended and in light of the 
following discussion, is respectfully requested. 

Claims 1-10 are pending in present application, Claims 1-7 having been amended; and 
Claim 9 and 1 0 having been added. Support for the present amendment is believed to be self- 
evident from the originally filed specification. Applicants respectfully submit that no new 
matter is added. 

In the outstanding Office Action, Claims 1-8 were provisionally rejected under the 
doctrine of obviousness-type double patenting as unpatentable over copending application 
1 1/328,362; and Claims 1-8 were rejected under 35 U.S.C. § 103(a) as unpatentable over 
Anderson (U.S. Patent Publication No. 2004/0010466) in view of PineetaL (U.S. Patent 
Publication No. 2002/0032648, hereinafter Pine) . 

With respect to the provisional double patenting rejection. Applicants request that this 
be held in abeyance until conditions are ripe for a non-provisional double patenting rejection. 

With respect to the rejection of Claim 1, Applicants respectfully traverse this ground 
of rejection. Claim 1 recites, inter alia, "receiving from the consumer a power of attomey to 
pursue a claim for recovery for the check fraud." Anderson and Pine, taken alone or in 
proper combination, do not disclose or suggest this element of Claim 1. 

Page 3 of the outstanding Office Action acknowledges that Anderson does not 
expressly discuss receiving from the consumer a power of attomey to pvirsue a claim for such 
check fraud. The outstanding Office Action relies on Pine to cure the deficiency in 
Anderson . Applicants respectfully traverse this position. 

Pine describes a method of enrolling an Intemet merchant in a credit card processing 
system.^ Credit card processing is not relevant to recovering from check fraud. 

* Pine, abstract. 
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Paragraph [0014] of Pine states "[t]he present invention allows the electronic 
merchant to execute a limited power of attorney, thereby allowing another party, the 
responsible party, to perform the necessary steps that will allow the electronic merchant to 
accept credit cards"' (emphasis added). Paragraph [0015] of Pine states that the necessary 
steps include "registering a domain name, establishing an account with an Internet Service 
Provider, establishing an account with a host, establishing a website, setting up an accoimt 
with the transaction processor, modifying the website to accept credit card information from 
customers, etc." It is not necessary in the method of Pine to pursue a claim for check fraud. 

A limited power of attorney only gives authority to perform the acts described in the 
power of attorney itself. As noted by the highlighted language quoted from Pine 's paragraph 
[0014], the limited power of attorney in Pine only grants authority to perform the necessary 
steps that will allow the electronic merchant to accept credit cards. Pine does not disclose 
or suggest a limited power of attorney to "pursue a claim for recovery for such check fraud," 
as is recited in Claim 1 . 

Thus, the Office Action has failed to establish a prima facie case of obviousness 
because the cited references do not disclose or suggest every element of Claim 1 . 

Moreover, there is no apparent reason to modify the Anderson method by 
incorporating Pine's power of attomey to allow another party *to perform the necessary steps 
that will allow the electronic merchant the ability to accept credit card,"^ as discussed next.^ 

The disparate teachings between these two references do not suggest or teach a 
motivation for combining the references to arrive at the presently claimed invention. The 
method of enrolling for credit card processing in Pine is disparate from the system of record 
keeping and fraud protection of Anderson . There is no reason to modify Anderson to include 



^ Pine , paragraph [0014]. 

^ See Ex Parte Smith, at page 14 (citing KSR, 127 S.Ct. at 1740-41, 82 USPQ2d at 1396.). 
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Pine 's limited power of attorney. As a consequence, it is respectfully submitted that the 
rejected claims patentably define over the asserted prior art. 

The Office Action's rationale of showing an example of a power of attomey and then 
concluding that all uses of a power of attomey is obvious, is improper. The system of 
Anderson would not be improved by including a power of attomey to allow another party to 
perform the necessary steps that will allow the electronic merchant the ability to accept credit 
card. 

Further, Claim 1 is rejected based on the proposition that "it would have been obvious 
to one of ordinary skill in the art to modify the practice of Anderson for a financial 
instrument system providing multiple transaction information reporting and storing options 
and fraud and warranty protection with the features of Pine for a method for installing credit 
card processing for internet merchants for the purpose of enhancing the rate of electronic 
transactions which occur via the world wide web/intemet.""* 

Applicant respectfully disagrees because there is no evidence that one of ordinary 
skill in the art would have found it obvious to implement a step of "receiving from the 
consumer a power of attomey to pxirsue a claim for recovery for such check fraud." This step 
was taught by Applicant, and is not found in the prior art, nor within the knowledge and 
creativity of ordinary skilled artisans. 

The only evidence of record is that, at the time of applicant's invention, one of 
ordinary skill in the art could use a power of attomey to allow another party to perform the 
necessary steps that will allow the electronic merchant the ability to accept credit card. 

As the CAFC recently commented, "flexible TSM test remains the primary guarantor 
against a non-statutory hindsight analysis such as occurred in this case. In re Translogic 
Tech.. Inc.. 504 F.3d 1249, 1257 (Fed. Cir. 2007) C'[A]s the Supreme Court suggests, a 

^ Outstanding Office Action at page 5. 
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flexible approach to the TSM test prevents hindsight and focuses on evidence before the time 
of invention.")."^ In the present case, absent improper hindsight reconstruction based on 
Applicant's claims, one of ordinary skill in the art would not have found it obvious to 
implement a step of "receiving from the consumer a power of attorney to pursue a claim for 
recovery for such check fraud." 

Further, one of ordinary skill in that art would not find it obvious to pick and choose 
the power of attorney described by Pine in order to use it instead of being reimbursed by Rec- 
Check as described in Anderson .^ A person of ordinary skill in the art having common sense 
would not reasonably look to Pine to solve a problem already solved by Anderson (i.e., 
Anderson already provides reimbursement for fraud that does not involve the claimed 
"receiving from the consumer a power of attomey to pvirsue a claim for recovery for such 
check fraud"). ^ The Office has provided no evidence to support the position that the method 
of Anderson needs to be improved, or that there is an apparent reason to add the claimed 
"receiving from the consumer a power of attomey to pursue a claim for recovery for such 
check fraud." Thus, there is no rationale for such a modification, absent improper hindsight 
based on the present claims. 

The outstanding Office Action states that "it would have been obvious to one of 
ordinary skill in the art to modify the practice of Anderson for a financial instrument system 
providing multiple transaction information reporting and storing options and fraud and 
warranty protection with the features of Pine for a method for installing credit card 

^ Ortho-McNeil Pharmaceutical, Inc. v. Mylan Lab. 2008 U.S. App. LEXIS 6786 (CAFC, 2008) 
^ Anderson , paragraph [0067], See In re Ehrreich 590 F2d 902, 200 USPQ 504 (CCPA, 1979) (stating that 
patentability must be addressed "in terms of what would have been obvious to one of ordinary skill in the art at 
the time the invention was made in view of the sum of all the relevant teachings in the art, not in view of first 
one and then another of the isolated teachings in the art," and that one "must consider the entirety of the 
disclosure made by the references, and avoid combining them indiscriminately.") 

^ See Ex parte Rinkevich, 2007 WL 1552288, *4 (BPAI 2007) ("In the instant case, we conclude that a person of 
ordinary skill in the art having common sense at the time of the invention would not have reasonably looked to 
Wu to solve a problem already solved by Savill. Therefore, we agree with Appelants that the Examiner has 
impermissibly used the instant claims as a guide or roadmap in formulating the rejection.") 
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processing for internet merchants for the purpose of enhancing the rate of electronic 
transactions which occxir via the world wide web/internet."^ The record, however, fails to 
provide the required evidence of a reason for a person of ordinary skill in the art to perform 
such modification. While Pine may provide a reason for using power of attomey in a method 
of enrolling a merchant in credit card processing. Pine fails to explain why a person of 
ordinary skill in the art would find it obvious to incorporate such a feature in the fi"aud 
reimbursement method such as the one disclosed in Anderson . In particular. Pine uses the 
power of attomey in order to perform the necessary steps that will allow the electronic 
merchant the ability to accept credit cards. Pine, however, does not provide any evidence that 
the power of attomey would work in the method of Anderson, much less that a person of 
ordinary skill in the art should "modify the practice of Anderson. . .for installing credit card 
processing for intemet merchants for the purpose of enhancing the rate of electronic 
transactions which occur via the world wide web/intemet." Pine does not state that the 
method of Anderson needs "credit card processing." 

In addition, Anderson is not concerned with providing credit card processing. 
Instead, Anderson is concemed with providing multiple transaction information reporting and 
storing options, and fraud and warranty protection. Anderson does not provide any evidence 
that further improvement is desired, nor that another feature should be added. In particular, 
Anderson does not provide any reason to add credit card processing, such as those disclosed 
in Pine. 

Anderson and Pine, therefore, do not provide any apparent reason to perform the 
proposed modification of the Anderson method. In other words, an attempt to bring in the 
isolated teaching of Pine 's credit card processing into the Anderson check fraud 
reimbursement would amount to improperly picking and choosing features from different 

* Outstanding Office Action at page 5. 
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references without regard to the teachings of the references as a whole.^ While the required 
evidence of any £isserted reason to combine need not come from the applied references 
themselves, the evidence must come from somewhere v^ithin the record. In this case, the 
record fails to support the proposed modification of the Anderson method. 

In view of the above-noted distinctions, Applicants respectfully submit that Claim 1 
(and any claims dependent thereon) patentably distinguish over Anderson and Pine, taken 
alone or in proper combination. 

It appears that the Office is trying use Official Notice when asserting aspects of the 
claims are "well known within the art." With respect to the use of official notice, it is noted 
that the Examiner may take official notice of facts outside of the record which are capable of 
instant and unquestionable demonstration as being "well-known" in the art. In re Ahlert, 424 
F.2d 1088, 1091, 165 USPQ 418, 420 (CCPA 1970). As set forth in M.P.E.P. § 2144.03, if 
an applicant traverses an assertion made by an Examiner while taking official notice, the 
Examiner should cite a reference in support of their assertion. 

Applicant traverses the official notices taken in the Office Action regarding Claims 5, 
7, and 8. Applicants do not consider the features for which Official Notice were taken to be 
"of such notorious character that official notice can be taken." 

Without the context by which the purported facts are known to the artisan, it is 

impossible to conclude that it would be obvious to combine such techniques with that of 

Anderson and Pine , as the context might itself provide reasons to rebut a prima facie case of 

obviousness. Therefore, it is respectfiiUy requested that evidence of the subject matter 

^ See In re Ehrreich 590 F2d 902, 200 USPQ 504 (CCPA, 1979) (stating that patentability must be addressed "in 
terms of what would have been obvious to one of ordinary skill in the art at the time the invention was made in 
view of the sum of all the relevant teachings in the art, not in view of first one and then another of the isolated 
teachings in the art," and that one "must consider the entirety of the disclosure made by the references, and 
avoid combining them indiscriminately.") 

In re Lee. 277 F.3d 1338, 1343-4, 61 USPQ2d 1430 (Fed. Cir. 2002) ("The factual inquiry whether to 
combine references . . . must be based on objective evidence of record. . . . [The] factual question of motivation 
. . . cannot be resolved on subjective belief and unknown authority. . . . Thus, the Board must not only assure that 
the requisite findings are made, based on evidence of record, but must also explain the reasoning by which the 
findings are deemed to support the agency's conclusion"). 



10 



Application No. 10/685,206 

Reply to Ofifice Action of September 3, 2009 

asserted to be well known in Claims 5, 7, and 8, and evidence of the motivation to combine 
be made of record or that the 35 U.S.C. § 103(a) rejection be withdrawn. 

With respect to Claim 5, it is not believed to be well known that a Check Fraud 
Protection service would receive a copy of a police report. 

With respect to amended Claim 7, it is not believed to be well known that the Check 
Fraud Protection service would direct a check printer to print new checks for a new checking 
account number as described in amended Claim 10. 

Therefore, Applicants traverse the use of Official Notice. The Examiner should cite a 
reference in support of his or her position.*' 

Consequently, in light of the above discussion and in view of the present amendment, 
the present application is believed to be in condition for allowance and an early and favorable 
action to that effect is respectfully requested. 



Respectfully submitted, 
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